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DETAILED ACTION 

Election/Restriction 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-18, which are drawn to an oxygen-scavenging composition and a 
package made from thereof, classified in class 428, subclass 36.91. 

II. Claims 1 9-32, which are drawn to a method of increasing the oxygen scavenging 
rate of a metal-activated scavenging polymer and an oxygen-scavenging article 
comprising said scavenging polymer, classified in class 528, subclass 480+. 

2. The inventions are distinct, each from the other because of the following reasons: 
Inventions II and I are related as process of making and product made. The inventions are 
distinct if either or both of the following can be shown: (1) that the process as claimed can be 
used to make other and materially different product or (2) that the product as claimed can be 
made by another and materially different process (MPEP § 806.05(f)). In the instant case the 
scavenging article can be formed by solid stating the scavenging polymer at a very high vacuum, 
removing the polymeriztion condensation products, flushing the reaction products with mercury 
at a high vacuum, extruding the solid-stated polymer onto an injection mold and finally injection 
molding the parison to form the oxygen-scavenging article. 

3. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by the distinct search required for Group I which is not 
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Art Unit: 1772 

required for Group II, by their different classification and because of their recognized divergent 
subject matter, restriction for examination purposes as indicated is proper. 

4. During a telephone conversation with Ms. Hendricks on April 23, 1999 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-18. 
Affirmation of this election must be made by applicant in replying to this Office action. Claims 
19-32 are withdrawn from further consideration by the examiner, 37 CFR 1 .142(b), as being 
drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the currently 
named inventors is no longer an inventor of at least one claim remaining in the application. Any 
amendment of inventorship must be accompanied by a petition under 37 CFR 1.48(b) and by the 
fee required under 37 CFR 1.17(1). 



6. The information disclosure statement filed on October, 30, 1998 is acknowledged. 
However, there was no available English translations of document DE 2643204A1. Therefore, 
does not include a concise explanation of the relevance since it is not in the English language. It 
has been placed in the application file, but the information referred to therein has not been 
considered. 



Information Disclosure Statement 
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Art Unit: 1772 



Claim Rejections - 35 USC § 112 



The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 



The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 



8. Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. The phrase " ... defined by no greater than 50 ppb of oxygen in 1 12 days ..." is 
vague and indefinite. 



9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1-5, 7-9 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Fransden'478. 

Applicants recite an oxygen-scavenging composition comprising a solid-stating 
scavenging polymer and a metal activator. In dependent claims 2-5, Applicants limit said 
scavenging polymer to containing alpha-hydrogen carbonyl scavenging functional groups as e.g. 
a polyamide formed of m-xylene-diamine and adipic acid; and the metal activator to be cobalt. 



Claim Rejections - 35 USC § 102 
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Claim 7 recites a package formed from the composition of claim 1 and wherein claims 8-9 and 
16 recites oxygen-scavenging rates for the package of claim 7. 

Fransden'478 discloses a polymer composition, to be used for scavenging oxygen in 
packages; wherein said composition comprises a scavenging polymer, preferably MX nylons 
formed from m-xylene diamine and an aliphatic dicarboxylic acid, and an activating transition 
metal compound/complex. (Column 1, lines 5-10, 37-68; Column 2, lines 1-48; Column 4, line 
60 through Column 6, line 10) Moreover, Fransden'478 discloses that cobalt is a preferred 
metal ion to be used together with polyamides in forming the oxygen scavenging composition. 
(Column 2, lines 48-55) Particularly, Fransden'478 discloses in Examples 2 and 3 on Columns 
3-4 forming an oxygen-scavenging composition comprising cobalt and MXD-6 (poly-m- 
xylylene-adipamide) and in Table 1, Fransden'478 discloses oxygen rates of nearly zero (0.3) in 
cans comprising the nylon/cobalt-oxygen-scavenging composition (Column 4, lines 29-60). 

Although Fransden'478 does not specifically disclose solid-stating the scavenging 
polyamides before forming the oxygen-scavenging composition, the method of forming a 
composition is not germane to the issue of patentability of the composition itself. Therefore, this 
limitation has not been given patentable weight. 

The reference reads on the claims. 
11. Claims 1-12 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Cochran'515. 
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Applicants further recite the claimed scavenging polymer to be MXD-6 and the metal 
activator to be in the form of cobalt neodecanoate and also limit the scavenging polymer to 
comprise no greater than 10% by weight of the total package weight. 

Cochran'515 discloses a package wall including an oxygen-scavenging layer which has a 
permeance to oxygen of nearly zero (0.3 cm 3 mm/ m 2 atm day) comprising a composition further 
comprising a scavenging polymer catalyzed by an activating metal compound. (Column 4, lines 
25-33; Column 5, 5-10, 23-41, 58-64; Column 5, line 66 to Column 6, line 16; Column 18, line 
36 to Column 24, line 53) In addition, Cochran'515 discloses that preferred compositions 
comprise polymers MXD6 nylon, which is m-xylene diamine and adipic acid, with cobalt 
catalysts. (Column 8, line 41 to Column 9, line 14; Column 12, line 49-56) 

Furthermore, Cochran'515 discloses in Example 7 on Column 15, 33 gm preform bottles 
comprising 2% by weight of MXD6 and 100 ppm of cobalt; and in Example 17 on Column 17, 
Cochrane 15 discloses the preform to comprise 4% pf MXD6 and 100 ppm of cobalt 
neodecanoate. 

Although Cochran'515 does not specifically disclose solid-stating the scavenging 
polyamides before forming the oxygen-scavenging composition, the method of forming a 
composition is not germane to the issue of patentability of the composition itself. Therefore, this 
limitation has not been given patentable weight. 

The reference reads on the claims. 
12. Claims 1-1 8 are rejected under 35 U.S.C. 102(e) as being anticipated by Collette'653. 
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Applicants further recite in claims 13-14 a multilayer beer bottle comprising inner and 
outer layers of polyethylene terephthalate (PET) and two inner layers comprising the scavenging 
polymer. Claims 15 and 17-18 limit the article to be transparent, have a shelf life of "50 ppb of 
oxygen in 1 12 days" and comprising outer and inner PET layers; wherein the scavenging 
polymer composition is a central layer which is more than 15% of the total article/package 
weight. 

Collette'653 discloses a transparent three-layer sidewall comprising inner and outer 
virgin-PET layers and an oxygen-scavenging composition core layer to be used in multilayer 
preforms and containers such as blow-molded recycled-PET beverage bottles; wherein the 
oxygen-scavenging composition comprises MXD-6 nylon (meta-xylene diamine with adipic 
acid) and a transition metal catalyst such as cobalt, cobalt oxide or cobalt powder. (Column 1, 
lines 6-18; Column 3, line 50 to Column 4, line 35; Column 6, line 39 to Column 8, line 1 1 and 
Figures 4-7; Column 9, line 60 to Column 10, line 60; Column 13, lines 66-67; Column 14, lines 
37-38). It is the Examiner's position that the term "cobalt", as used by Collette'653, comprises 
"cobalt neodecanoate". Particularly, in Column 9, lines 60-67, Collette'653 discloses the three 
layer sidewall to comprise inner and outer virgin PET layers and a core oxygen-scavenging layer 
comprising 2% by weight of MXD-6 with 200 ppm of the metal activator. 

Moreover, Collette'653 discloses an alternative five-layer structure comprising two 
intermediate oxygen scavenging layers further comprising a PET/MXD-6/cobalt blend 
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comprising preferably 4-6 of the total preform weight which provides optimum barrier protection 
while maintaining transparency. (Column 9, lines 24-38) 

Furthermore, it is the Examiner's position that since Collette'653's beverage bottles 
comprise the same MXD-6/cobalt oxygen-scavenging composition as Applicants' Examples 3 
and 4, Collette'653's bottle sidewall will inherently have the same oxygen-scavenging rates as 
that claimed by the Applicants. 

Although Collette'653 does not specifically disclose solid-stating the scavenging 
polyamides before forming the oxygen-scavenging composition, the method of forming a 
composition is not germane to the issue of patentability of the composition itself. Therefore, this 
limitation has not been given patentable weight. 

The reference reads on the claims. 

Claim Rejections - 35 USC § 103 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

14. Claims 1-18 are also rejected under 35 U.S.C. 103(a) as being unpatentable over 
Collette'653 as applied to claim 1 above in view of Pushee. 
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Collette'653 was discussed above in Paragraph #12. Collette'653 does not specifically 
disclose solid stating the scavenging polymer prior to forming the oxygen-scavenging 
composition. 

However, Pushee teaches that solid stating polymeric resins prior to injection molding 
causes a chain growth effectively removing undesired impurities used in or produced during the 
melt phase polymerization of the resin. (Column 1 , lines 30-40) Likewise, Pushee teaches that 
the intrinsic viscosity (I.V.) of the polymer resin may be increased by effectively solid stating the 
resin prior to injection molding thereby providing a bottle which has a higher orientation and a 
desired strength while using a minimal amount of resin due to the higher resin I.V. (Column 1, 
lines 1-40) 

Therefore, it would have been obvious to a person skilled in the art at the time 
Applicants' claimed invention was made to solid state the scavenging polymer prior to forming 
Collette'653's beverage bottle. One skilled in the art would have been motivated to do so in 
order to incorporate Pushee' s teachings and attain a resultant beverage bottle with superior 
mechanical properties and yet more cost-efficient to manufacture. 



Conclusion 

1 5. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to John J. Figueroa whose telephone number is (703) 305-0582. The Examiner can normally 
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be reached on Monday through Thursday from 8:00 a.m. to 5:30 p.m. The Examiner can also be reached 
on alternate Fridays. 

If the attempts to reach the Examiner are unsuccessful, the Examiner's supervisor, Ellis P. 
Robinson can be reached by dialing (703) 308-2364. The fax phone number for the organization where 
this application is assigned is (703) 305-5408. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be 
directed to the Group Receptionist whose phone number is (703) 308-0661. 



Ellis Robinson 
Supervisory Patent Examiner 
Technology Center 1700 




May 3, 1 999 
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